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DETAILED ACTION 
Remarks 

1 . In view of the Appeal Brief filed on 7-October-2005, PROSECUTION IS HEREBY 
REOPENED. A new ground of rejection is set forth below. 

To avoid abandonment of the application, appellant must exercise one of the following 

two options: 

(1) file a reply under 37 CFR 1. 1 1 1 (if this Office action is non-final) or a reply under 37 
CFR 1.113 (if this Office action is final); or, 

(2) request reinstatement of the appeal. 

If reinstatement of the appeal is requested, such request must be accompanied by a 
supplemental appeal brief, but no new amendments, affidavits (37 CFR 1.130, 1.131 or 1.132) oi 
other evidence are permitted. See 37 CFR 1 .193(b)(2). /^"^^ 

c 

Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and usefiil improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

3. Claims 1-16 are rejected under 35 U.S.C. 101 for being directed to non-statutory subject 
matter. 

The language of the claim raises a question as to whether the claim is directed merely to 
an abstract idea that is not tied to a technological art, environment or machine which 
would result in a practical application producing a concrete, useful, and tangible result to 
form the basis of statutory subject matter under 35 U.S.C. 101. 
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Claim 1 recites "An apparatus for" without further stating any tangible device that is non- 
statutory for at least the reason that it is not tangibly embodied in a manner so as to be 
executable. 

To overcome this type of 35 U.S.C, 101 rejection, claim 1 need to be amended to include 
"An apparatus comprising a data processor". 

Claims 2-8 are dependent on Independent claim 1 and therefore carry the same 

deficiency. 

Claim 9 recites "A method for" without further stating any concrete or tangible 
embodiment and therefore non-statutory for at least the reason it is an abstract idea. 

To overcome this type of 35 U.S.C. 101 rejection, claim 9 need to be amended to include 
"the method being executable by a computer". 

Claims 10-16 are dependent on Independent Claim 9 and therefore carry the same 

deficiency. 

Claim Rejections - 35 USC § 112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

5. Claims 1-16 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 
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In claim 1, line 4, the recitation of "is further configured" renders the claim to be 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. It is unclear to the Examiner what the first processing element 
was initially configured to perform or how else is the first processing element can be configured. 

In claim 1, line 12, the recitation of "to also provide" renders the claim to be indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. It is unclear to the Examiner how else is the database configured to do 
or what other steps is the database providing? 

Claim 1, Une 9, recites the limitaion "extract predetermined information" then the claim 
fijrther recites "extracting metadata" it is unclear to the Examiner what the difference between 
the two claimed limitations if any exist and if there's a clear and precise difference then it should 
be disclosed in the claim thereby renders the claim to be indefinite for failing to particularly 
point out and distinctly claim the subject matter which applicant regards as the invention. The 
Examiner does not find a clear definition of the "extracted predetermined information" in the 
specification. 

Furthermore, it is unclear to the Examiner how the two sets of extracted 
information/metadata are linked together in order to perform the steps of the claimed invention. 
If there's a clear and precise difference then it should be disclosed in the claim. In the 
Specification a definition of "extracting predetermined information" is merely stated as 
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"extracting the desired information" (See specification paragraph 0063) and only stated as such 
in paragraph 0069 under "another embodiment" of the invention and not stated in the overall all 
invention or the preferred embodiment. 

Independent Claim 9 carry the same deficiency. 

Claims 2-8, and 10-16, are dependent on Independent claims 1, and 9, respectively and 
therefore carry the same deficiency. 

6. Regarding claims 2 and 10, the phrase "such as" renders the claim indefinite because it is 
unclear whether the limitations following the phrase are part of the claimed invention. See 
MPEP§ 2173.05(d). 

Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

8. Claims 1-16 are rejected under 35 U.S.C. 102(b) as being anticipated by Mahonev et al. 
(U.S. Patent No. 5,999,664). 
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As to claim 1, Mahonev et al. discloses an apparatus for automatically extracting 
metadata from electronic documents comprising a first processing element, a second processing 
element, a reasoning element, and a database, wherein, 

i) said first processing element is further configured to convert electronic documents 
into files (See column 7, lines 43-53); 

ii) said first processing element is configured to provide the files to a second 
processing element (See column 5, lines 23-36); 

iii) said second processing element is configured to receive said files and extract 
predetermined information (See column 4, lines 46-58, also see column 8, lines 10-24); 

iv) said second processing element is further configured to provide said extracted 
predetermined information to said reasoning element (See column 8, lines 41-51); 

v) said database is configured to also provide input to said reasoning element (See 

column 8, lines 53-65); 

vi) said reasoning element is configured to use a set of rules to extract metadata from 
the files (See column 4, lines 46-58, also see column 9, lines 19-31, also see column 10, Table 1, 
shows "Rules"); 

vii) reasoning element provides an output of metadata (See column 9, lines 32-5 1). 

As to claims 2, and 10, Mahonev et al. discloses an apparatus for automatically extracting 
metadata from electronic documents, wherein said files are substantially format invariant data 
files such as Postscript files (See column 14, lines 1 1-44, column 1, lines 34-37, prior art). 



* 
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As to claims 3, and 11, Mahonev et al. discloses wherein said predetermined information 
is substantially spatial layout facts (See column 5, lines 46-61). 

As to claims 6, and 14, Mahonev et al. discloses wherein said metadata is substantially 
comprised of title, author, affiliation, author affiliation, and table of contents (See column 4, 
lines 47-56, and see column 9, lines 23-31), 

As to claims 4, and 12, Mahonev et al. discloses wherein the second processing element 
and said database simultaneously input to the reasoning element (See column 2, lines 4-16). 

As to claims 5, and 13, Mahonev et al. discloses wherein said set of rules can be updated 
(See column 2, lines 17-36, wherein set of rules" reads on genre or "predefined form", also see 
Figure 9, 990, Arrange Summarized Documents According To Display Profile). 

As to claims 7, and 15, Mahonev et al. discloses wherein said metadata is provided to a 
user interface (See Figure 7). 



As to claims 8, and 16, Mahonev et al. discloses wherein said metadata is provided to a 
storage medium (See Figure 2). 
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As to claim 9, Mahonev et al. discloses a method for automatically extracting metadata 
from electronic documents comprising a first processing element, a second processing element, a 
reasoning element, and a database, and comprising the steps of 

i) using said first processing element to convert electronic documents into files (See 

column 7, lines 43-53); 

ii) further using said first processing element to provide the files to a second 

processing element (See column 5, lines 23-36); 

iii) using said second processing element to receive said files and extract 
predetermined information (See column 4, lines 46-58, also see column 8, lines 10-24); 

iv) fiarther using second processing element to provide said extracted predetermined 
information to said reasoning element (See column 8, lines 41-51); 

v) using said database to provide input to said reasoning element (See column 8, 

lines 53-65); 

vi) using a set of rules in said reasoning element to extract metadata from the files 
(See column 4, lines 46-58, also see column 9, lines 19-31); 

vii) providing an output of metadata from said reasoning element (See column 9, Unes 

32-51). 

Response to Arguments 
9. Applicant's arguments with respect to claims 1-16 have been considered but are moot in 
view of the new ground(s) of rejection. 
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Conclusion 



10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Neveen Abel-Jalil whose telephone number is 571-272-4074. 
The examiner can normally be reached on 8:30AM-5:30PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jeffrey A. Gaffm can be reached on 571-272-4146. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Neveen Abel-JaUl 
October 27, 2005 




